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DETAILED ACTION 

1 . This Office Action follows a response filed on March 28, 2008. Claims 1 , 4, 5, 6, 
8, 10-13, 15 and 16 have been amended; claims 18 and 19 have been or added. 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
28, 2008 has been entered. 

3. Claims 1-8, 10-16, 18 and 19 are pending. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

4. Claims 1-8, 10-16, 18 and 19 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim 1 contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The amended claim 1 
recites, "B) subsequently adding the higher-boiling solvent or solvent mixture, the one or 
more emulsifiers or the mixture thereof to the mixture of copolymer and polymerization 



Application/Control Number: 10/817,371 Page 3 

Art Unit: 1796 

medium from Step A) without isolating the copolymer from the polymerization medium", 
which was not described in the specification at all. The specification only discloses that 
"the major part of the tert-butanol is then removed by distillation with good stirring. By 
applying a vacuum, the tert-butanol residues are removed from the mixture" (page 12, 
lines 12-14). 



Claim Rejections - 35 USC § 103 

5. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

6. Claims 1-8 and 10-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
as obvious over Loffler et al. al. (U. S. Patent Application Publication 2001/0029287, 
now U. S. Patent 6,437,068) in view of CU Boulder Organic Chemistry Undergraduate 
Courses ( http://grgchem.c for 
the rationale recited in paragraph 5 of Office action dated November 28, 2007, and 
comments below. 

7. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable as 
obvious over Loffler et al. al. (U. S. Patent Application Publication 2001/0029287, now 
U. S. Patent 6,437,068) in view of CU Boulder Organic Chemistry Undergraduate 
Courses ( http://orqchem.colora do.edu/hn dbksupport/solremovai/solvremoval.html ). 

With regard to the limitation of instant claims 18 and 19, Loffler discloses that as 
result of the polymerization in alcohol or alcohol mixture with a water content of less 
than 10% by weight and here in particular in tert-butanol, products are obtained, with 
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regard to their residual content of solvent remaining in the product, are toxicologically 
safe and can be thus used, for example, in cosmetic products (page 1 , [0009]). 



Response to Arguments 

8. Applicant's arguments filed on March 28, 2008 have been fully considered but 
they are not persuasive. 

9. It appears that the focal Applicants argument again resides in the contention that 
the polymerization medium is not removed from the resulting reaction mixture before the 
solvent or solvent mixture, the one or more emulsifiers, or the mixture thereof was 
added. Such a method is not taught or suggested by the teachings of the Loftier 
reference and the undergraduate course reference, either alone or in combination, and 
is not obvious over the prior art of record (page 7, the last paragraph). Applicants 
contend that nowhere does the Loftier reference teaches or suggests to prepare an 
emulsion or another composition by adding an oil substance directly into a reaction 
mixture containing the copolymer and the polymerization medium and then removing 
the polymerization medium (page 8, 2 nd paragraph). 

1 0. It is worth to mention that Loffler fully discloses the limitations of claim 1 (III), 
steps A), B), and C)) concerning adding of a higher-boiling solvent or solvent mixture 
and one or more emulsifiers to the mixture of polymer and polymerization medium, and 
new limitations of claims 15 and 16 ("adding during Step B)", because most of the 
species in the prior art are correspondingly exactly the same as in instant claims 15 and 
16 (compare instant claims 15 and 16, which describe in details all possible species for 
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the higher-boiling solvent or solvent mixture, and US'287, pages 3-4, [0035]). The only 
difference concerns the used terminology: the prior art is silent about a higher-boiling 
solvent and named these species as oil substances. 

With regard to the new limitations of III), step B) in claim 1 , Loffler discloses that 
the adding of a higher-boiling solvent or solvent mixture and one or more emulsifiers to 
the mixture of polymer and polymerization medium is the next step after the formation of 
polymer of high molecular weight. Practically it can be done when the reflux condenser 
is replaced by a distillation bridge (compare the specification, example A, pages 11-12, 
[0034] and US'287, Example 1 , page 3, [0024] and Examples 1-4 O/W cream, pages 4- 
5, [0042]-[0060]). 

11. In the absence of showing the criticality of adding solvent or solvent mixture, the 
one or more emulsifiers or the mixture thereof to the mixture of copolymer and 
polymerization medium from Step A) without isolating the copolymer from the 
polymerization medium in step B), in view of substantially identical method of free 
radical polymerization between Loffler and instant claims, and substantially identical 
chemical ingredients, such as monomers, initiators, crosslinkers, emulsifiers, solvents 
(tert-butanol), higher-boiling solvents (or oil substances), temperatures, duration, etc. as 
instantly claimed, and being used for the same purposes for cosmetic, pharmaceutical 
and dermatological oil-in-water emulsion compositions, it is the examiner position that 
Loffler's process does not necessarily different from the claimed process. 

It is worth to mention again, that it is axiomatic that one who performs the steps 
of a process must necessarily produce all of its advantage. Mere recitation of a newly 



Application/Control Number: 10/817,371 Page 6 

Art Unit: 1796 

discovered property or function what is inherently possessed by the things or steps in 
the prior art does not cause a claim drawn to those things to distinguish over the prior 
art. Leinoff v. Louis Milona & Sons. Inc. 220 USPQ 845 (CAFC 1984). 
12. It is noted that due to typing and coping errors the second paragraph on page 5 
beginning with the words "With regard to the limitation of instant claims 18-19" and 
ending with the words "in order to obtain the desirable level" should be deleted. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael M. Bernshteyn whose telephone number is 571- 

272- 241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 
/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



